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Art Unit: 2884 

DETAILED ACTION 

Election/Restrictions 

Claims 28-100 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 10/1 1/05. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR L56 to point out 
the inventor and invention dates of each claim that was not conunonly ovmed at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1 and 3-6 rejected under 35 U.S.C. 103(a) as being unpatentable over Kovacs et 
al. (US 5,833,603) in view Anderson et al. (US 6,867,051). 
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Re claim 1, Kovacs discloses an implantable photosensor comprising indicator molecules 
56 and 58 that emit fluorescence in response to illumination by an optical emitter 60 wherein the 
emitted fluorescence is detected by photosensors 62 and 64. Regarding the steps of determining 
the amount of ambient light reaching the photodetector after ceasing illumination, and 
subtracting the second determined amount from the first determined amount, although not 
specifically disclosed by Kovacs, those skilled in the art appreciate that ambient/background 
subtraction processing techniques are well known in the art in order to improve the accuracy of 
measured readings. Anderson, for example, discloses steps of taking a "dark" reading and 
subtracting the reading from the "light" reading to compensate for the effects of ambient light 
(Col. 25, 14-26). Therefore it would have been obvious to modify the method suggest by Kovacs 
so as to further include steps of ceasing illumination, and subtracting the second determined 
amount from the first determined amount in order to allow for determinations with improved 
accuracy. Regarding the order of the determinations, although Anderson discloses that the dark 
reading is the first reading, those skilled in the art appreciate that, absent some degree of 
criticality, the order of the two determinations would have been a matter of routine design choice 
that would have been within the skill of a person of ordinary skill in the art depending on the 
needs of the particular application. 

Re claim 2, Kovacs discloses a transponder 33 to transmit signals corresponding to an 
output of the detector system to a sensor reader 38 (Fig. 1). 

Re claim 3, Anderson teaches in the method taught by Anderson and Kovacs, an external 
sensor reader (Fig. 6) wherein said sensor reader comprises a processing unit that determines the 



Application/Control Number: 1 0/823 ,78 1 Page 4 

Art Unit: 2884 

amount of ambient light by subtracting a first determined amount of light emitted from a device 
from a second determined amount of light emitted from said device (Col. 35, 1-43). 

Re claim 4, Anderson teaches in the method taught by Anderson and Kovacs, a control 
circuit that controls the on and off operation of the LED (Col. 25, 34-37). 

Re claim 5, Kovacs teaches an LED light source 70 but fails to specify the amount of 
current driving said LED. It would have been obvious to one with ordinary skill in the art at the 
time the invention was made to provide the LED with 2 milliamps of current in order to turn on 
said LED. 

Re claim 6, Anderson teaches in the method taught by Anderson and Kovacs, a control 
circuit to read the photodetector output (Col. 8, 10-23). 

Claims 7-15, 17-23, and 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kovacs in view of Striepeke et al. (US 5,672,881). 

Re claims 7, 10, and 1 1, Kovacs discloses an implantable photosensor comprising 
indicator molecules 56 and 58 that emit fluorescence in response to illumination by an optical 
emitter 60 wherein the emitted fluorescence is detected by photosensors 62 and 64. Kovacs is 
silent with regards to the specific requirements of determining the amount of ambient light 
reaching the photodetector. Striepeke teaches a method comprising positioning a detector to 
detect a first fluorescent emissions from a sample illuminated by a light source (activating the 
light source), ceasing illuminating the sample and detecting a second fluorescent emissions from 
the sample, then subtracting the second fluorescent emissions value from the first fluorescent 
emissions value (Col. 3, 1-24), wherein the fluorescent emission values detected are integrated 
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over the exposure time and then read out into an AD converter and converted to digital form 
(Col. 3, 54-67), thus providing a function of the intensity of the light striking said detector. Those 
skilled in the art can appreciate compensating for background noise, thus it would have been 
obvious to one with ordinary skill in the art at the time the invention was made to modify Kovacs 
with the method taught by Striepeke in order to determine a correction value for background 
compensation. 

Re claim 8, Striepeke teaches in the method taught by Kovacs and Striepeke, means for 
acquiring a darkfield value and subtracting the darkfield value from the illuminated signal (Col. 
3, 1-16) but fails to specify a sensor reader. Sensor readers of the recited type are well known in 
the art and it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the combination taught by Kovacs and Striepeke to provide background 
compensation. 

Re claim 9, Striepeke teaches in the method taught by Kovacs and Striepeke, means for 
acquiring a darkfield value (first signal) and subtracting the darkfield value (second signal) to 
yield a darkfield corrected signal (third signal) (Col. 3, 1-16). 

Re claim 12, Kovacs teaches an LED light source 70 but fails to specify the amount of 
current driving said LED. It would have been obvious to one with ordinary skill in the art at the 
time the invention was made to provide the LED with 2 milliamps of current in order to turn on 
said LED. 

Re claims 13, 14, and 18, Kovacs discloses an implantable photosensor comprising 
indicator molecules 56 and 58 that emit fluorescence in response to illumination by an optical 
emitter 60 wherein the emitted fluorescence is detected by photosensors 62 and 64. Kovacs 
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further discloses a method for background compensation (Col. 11, 55-65) but is silent with 
regards to the specific requirements. Striepeke teaches a detector to detect a first fluorescent 
emissions from a sample illuminated by a light source (activating the light source), detecting a 
second fluorescent emissions from the sample when the sample is not illuminated (Col. 3, 1-24). 
Those skilled in the art can appreciate compensating for background noise, thus it would have 
been obvious to one with ordinary skill in the art at the time the invention was made to modify 
Kovacs with the method taught by Striepeke in order to determine a correction value for 
background compensation. 

Re claim 15, Striepeke teaches in the method taught by Kovacs and Striepeke, means for 
subtracting the second fluorescent emissions value from the first fluorescent emissions value 
(Col. 3, 1-24). 

Re claim 16, Kovacs discloses a transponder 33 to transmit signals corresponding to an 
output of the detector system to a sensor reader 38 (Fig. 1). 

Re claim 17, Kovacs teaches an LED light source 70 but fails to specify the amount of 
current driving said LED. It would have been obvious to one with ordinary skill in the art at the 
time the invention was made to provide the LED with 2 milliamps of current in order to tum on 
said LED. 

Re claim 19, Kovacs discloses a housing 44 for housing said photosensors 62, 64 (Fig. 3). 
Re claim 20, Kovacs discloses indicator molecules 56 disposed on an outer surface of the 
housing 44. 

Re claims 21-23, Kovacs discloses an implantable photosensor comprising indicator 
molecules 56 and 58 that emit fluorescence in response to illumination by an optical emitter 60 
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wherein the emitted fluorescence is detected by photosensors 62 and 64. Kovacs further discloses 
a method for background compensation (Col. 11, 55-65) but is silent with regards to the specific 
requirements. Striepeke teaches a method comprising positioning a detector to detect a first 
fluorescent emissions from a sample illuminated by a light source, ceasing illuminating the 
sample and detecting a second fluorescent emissions from the sample, then subtracting the 
second fluorescent emissions value from the first fluorescent emissions value (Col. 3, 1-24), 
providing a third signal wherein the fluorescent emission values detected are integrated over the 
exposure time and then read out into an AD converter and converted to digital form (Col. 3, 54- 
67), thus providing a function of the intensity of the light striking said detector. Those skilled in 
the art can appreciate compensating for background noise, thus it would have been obvious to 
one with ordinary skill in the art at the time the invention was made to modify Kovacs with the 
method taught by Striepeke in order to determine a correction value for background 
compensation. 

Re claim 24, Kovacs discloses a transponder 33 to transmit signals corresponding to an 
output of the detector system to a sensor reader 38 (Fig. 1). 

Re claim 25, Kovacs discloses a housing 44 for housing said photosensors 62, 64 and 
said light emitter 60 (Fig. 3). 

Re claim 26, Kovacs discloses indicator molecules 56 disposed on an outer surface of the 
housing 44. 

Re claim 27, Kovacs teaches an LED light source 70 but fails to specify the amount of 
current driving said LED. It would have been obvious to one with ordinary skill in the art at the 
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time the invention was made to provide the LED with 2 milliamps of current in order to turn on 
said LED. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Matsumono et al. (US 5,302,393) discloses an implantable sensor. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcus H. Taningco whose telephone number is (571) 272-1848. 
The examiner can normally be reached on M - F 9:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave Porta can be reached on (571) 272-2444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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